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DETAILED ACTION 

Election/Restrictions 
1 . Applicant's election with traverse of claims 1-21 in the reply filed on June 
2, 2005 is acknowledged. The traversal is on the ground(s) that a reasonable example 
has not been provided to show that the process can practiced by another materially 
different apparatus. This is not found persuasive, because the process of claim 22 of 
the instant application can be practiced using an apparatus that does not have a media 
output unit configured for attachment to one side of the image forming device and 
stacked above the media input unit, as required in independent claim 10 of the instant 
application. Moreover, the process of claim 22 is silent as to non-imaged print media, 
as required in independent claim 16 of the instant application. In addition, the process 
of claim 22 is silent as to a media feeder and positioning of such media feeder, as 
required in independent claim 1 of the instant application. Rather than the media feeder 
set forth in independent claim 1, media can, e.g., be input by hand into the duplex 
media path set forth in the method of claim 22. Since the process of claim 22 and its 
dependent claims 23-30 can be practiced by another materially different apparatus or by 
hand, the restriction is proper. Applicant did not make any specific arguments for claim 
31 . In any event, the method of claim 31 can also be practiced by another materially 
different apparatus, or by hand. In claim 31 of the instant application the step of 
providing access to the return media path through a side of the image forming device 
could possibly be performed, e.g., via providing some sort of door mechanism on the 
side of the image forming device, which can be opened by a mechanism or by hand. 
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The requirement is still deemed proper and is therefore made FINAL. 

Claim Objections 

2. Claim 10 is objected to because of the following informalities: (1) the 
recited "stacked above of the media input unit" in line 12 of claim 10 should be - 
stacked above the media input unit --. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1-21 are rejected under 35 U.S.C. 112, second paragraph, as 

being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 1 recites the limitation "the image forming device" in line 3. There is 
insufficient antecedent basis for this limitation in the claims. 

Regarding claim 10, it is unclear if the recited "an image forming device" in lines 
7-8 is the same or different from the previously recited "an image forming device" in 
lines 1-2. 

Claim 16 recites the limitation "the image forming device" in line 6. There is 
insufficient antecedent basis for this limitation in the claims. 
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Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1-4, 6-7, 9-14, 16-18 and 20-21, as best understood, are rejected 
under 35 U.S.C. 102(b) as being anticipated by U.S. Patent No. 4,348,101 (Schonfeld et 
al.). In particular, the Schonfeld et al. patent discloses the limitations of claims 1-4, 6-7, 
9-14, 16-18 and 20-21. 

Regarding claim 1, Figs. 1 shows a media handling system for an image forming 
device (110) configured with a primary media path (from 72 to 84 and then from 88 past 
90 and over to 98) and a duplex media path (from near 102 to 100 and then past 74 and 
82 and back over to 80 for re-feeding to an imaging forming device), the media handling 
system comprising: 

a media feeder (including 70 and 74) positioned adjacent to one side (left-hand 
side) of the image forming device (12) and configured to input print media into the 
duplex media path of the image forming device (110). 

Regarding claim 2, Fig. 1 shows that the duplex media path is a substantially 
horizontal media path. 
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Regarding claim 3, Fig. 1 shows that the media feeder (including 70 and 74) is 
configured to automatically input non-imaged media into the duplex media path of the 
image forming device. See also Fig. 7. 

Regarding claim 4, Fig. 1 shows that the media feeder (including 70 and 74) 
includes a high-capacity media storage unit (70) to store a quantity of media. See also 
Fig. 6 which shows a stack of media. 

Regarding claim 6, Fig. 1 shows a media output unit (including 104) configured to 
be positioned adjacent to the one side (left-hand side) of the image forming device (110) 
to receive media discharged from the image forming device (1 10). 

Regarding claim 7, Fig. 1 shows that the media feeder (including 70 and 74) and 
the media output unit (104) are configured to be vertically-stacked to reduce a footprint 
of the image forming device (1 1 0). 

Regarding claim 10, Fig. 1 shows a media handling apparatus for inputting non- 
imaged media into an image forming device having a primary media path (from 72 to 84 
and then from 88 past 90 and over to 98) along which an image is formed on a print 
media, the handling apparatus comprising: 

a return media path (from near 102 to 100 and then past 74 and 82 and back 
over to 80 for re-feeding to an imaging forming device) configured to selectively receive 
imaged print media from the primary media path and return the imaged media to the 
primary media path for multiple imaging; 
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a media input unit (including 70) configured for attachment to one side of an 
image forming device (12) to input non-imaged media into the return media path of the 
image forming device (i.e., see also Figs. 6-7); and 

a media output unit (including 104) for receiving imaged media discharged from 
the primary media path, the media output unit (including 104) being configured for 
attachment to the one side (left-hand side) of the image forming device and stacked 
above of the media input unit including 70). 

Regarding claim 11, Fig. 1 shows that the return media path is a substantially 
horizontal path. 

Regarding claim 12, Fig. 1 shows that the media input unit (including 70) further 
comprises a media storage unit (70) to store a quantity of non-imaged media. See also 
Figs. 6-7. 

Regarding claim 14, Fig. 1 shows that the media input unit (70) is configured to 
be detachably mounted to the one side (left-hand side) of the image forming device 
(110). 

Regarding claim 16, Fig. 1 shows an image forming apparatus comprising: 

a housing (near numeral 110) having at least one wall; 

an image forming unit (including 12) provided within the housing for forming an 
image onto print media; 
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a media storage unit (70) configured to store a supply of non-imaged print media 
(i.e., see also Fig. 6); 

a primary media path (from 72 to 84 and then from 88 past 90 and over to 98) for 
carrying print media to the image forming device (12) for imaging; 

a duplex media path (from near 102 to 100 and then past 74 and 82 and back 
over to 80 for re-feeding to an imaging forming device) configured to receive imaged 
print media from the primary media path and return the imaged print media to the 
primary media path for duplex imaging; and 

the duplex media path (from near 102 to 100 and then past 74 and 82 and back 
over to 80 for re-feeding to an imaging forming device) being configured to receive non- 
imaged print media from the media storage unit (70) and to input the non-imaged print 
media to the primary media path for imaging. 

Regarding claim 17, Fig. 1 shows a media output unit (including 104) positioned 
to receive imaged print media discharged from the primary media path where the media 
storage unit (70) and the media output unit (including 104) are stacked to reduce a 
footprint of the image forming apparatus. 

Regarding claim 18, Fig. 1 shows a media feeder (74) to feed the non-imaged 
print media from the media storage unit (70) to the duplex media path. 

Regarding claims 9, 13 and 20, Fig. 1 shows that the media output unit (including 
104) includes a media finishing device. In particular, the media output unit (including 
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104) has a curved section to flip over printed media after it is printed and such flipped 
over media is then fed by rollers 106 into a holder 108. This ensures that the printed 
side of the printed media faces downward in the holder 108. See also column 10, lines 
47-52. 

Regarding claim 21, column 8, line 23 to column 10, line 55 discloses logic to 
determine whether print media is inputted into the primary media path or the duplex 
media path. 

5. Claims 1 , 2 and 4-8, as best understood, are rejected under 35 
U.S.C. 102(b) as being anticipated by U.S. Patent No. 4,365,886 (Murakami et al.). In 
particular, the Murakami et al. patent discloses the limitations of claims 1 , 2 and 4-8. 

Regarding claim 1, Figs. 3-4 and the abstract disclose a media handling system 
for an image forming device (1) configured with a primary media path (from 21 up to 
near 17 and then back over and down to near 51) and a duplex media path (from 36 
over to near 17 for re-feeding to an imaging forming device), the media handling system 
comprising: 

a media feeder (including 35) positioned adjacent to one side (right-hand side) of 
the image forming device (1) and configured to input print media into the duplex media 
path of the image forming device (1). 

Regarding claim 2, Figs. 3 shows that the duplex media path is a substantially 
horizontal media path. 
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Regarding claim 4, Fig. 3 shows that the media feeder (including 35) includes a 
high-capacity media storage unit (36) to store a quantity of media. 

Regarding claim 5, Fig. 3 shows that the media feeder (including 35) is 
configured to be detachably mounted to the one side of the image forming device 1). In 
particular, Figs. 2-3 show how the unit 31 that contains the media feeder (including 35) 
is detachably mounted. 

Regarding claim 6, Fig. 3 shows a media output unit (38) configured to be 
positioned adjacent to the one side (right-hand side) of the image forming device (1) to 
receive media discharged from the image forming device (1). 

Regarding claim 7, Fig. 3 shows that the media feeder (including 35) and the 
media output unit (38) are configured to be vertically-stacked to reduce a footprint of the 
image forming device (1). 

Regarding claim 8, Fig. 3 shows that the media feeder (including 35) and the 
media output unit (38) are integral within a housing (31). 

6. Claims 1-4 and 16-19, as best understood, are rejected under 35 
U.S.C. 102(b) as being anticipated by U.S. Patent No. 4,918,490 (Stemmle). In 
particular, the Stemmle patent discloses the limitations of claims 1-4 and 16-19. 

Regarding claim 1, Fig. 1 shows a media handling system for an image forming 
device (10) configured with a primary media path (from 72 up to near 58 and past 82, 84 
and 67) and a duplex media path (from 67 back to 94 and past 90, 102 and 76), the 
media handling system comprising: 
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a media feeder (including 70 and 76) positioned adjacent to one side (below) of 
the image forming device (10) and configured to input print media into the duplex media 
path of the image forming device (10). 

Regarding claim 2, Fig. 1 shows that the duplex media path is a substantially 
horizontal media path. 

Regarding claim 3, Fig. 1 shows that the media feeder (including 70 and 76) is 
configured to automatically input non-imaged media into the duplex media path of the 
image forming device (10). 

Regarding claim 4, Fig. 1 shows that the media feeder (including 70 and 76) 
includes a high-capacity media storage unit (70) to store a quantity of media. 

Regarding claim 16, Fig. 1 shows an image forming apparatus (10) comprising: 

a housing (near 18) having at least one wall; 

an image forming unit (20) provided within the housing (near 18) for forming an 
image onto print media; 

a media storage unit (70) configured to store a supply of non-imaged print media; 

a primary media path (from 72 up to near 58 and past 82, 84 and 67) for carrying 
print media to the image forming device (20) for imaging; 
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a duplex media path (from 67 back to 94 and past 90, 102 and 76) configured to 
receive imaged print media from the primary media path and return the imaged print 
media to the primary media path for duplex imaging; and 

the duplex media path (from 67 back to 94 and past 90, 102 and 76) being 
configured to receive non-imaged print media from the media storage unit (70) and to 
input the non-imaged print media to the primary media path for imaging. 

Regarding claim 17, Fig. 1 shows a media output unit (near 86) positioned to 
receive imaged print media discharged from the primary media path where the media 
storage unit (70) and the media output unit (near 86) are stacked to reduce a footprint of 
the image forming apparatus (10). 

Regarding claim 18, Fig. 1 shows a media feeder (76) to feed the non-imaged 
print media from the media storage unit (70) to the duplex media path. 

Regarding claim 19, Fig. 1 shows that the media storage unit (70) and the media 
output unit (near 86) are contained within a common housing. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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7. Claims 15 and 19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over the Schonfeld et al. patent. Fig. 1 of Schonfeld et al. shows most of 
the limitations of claims 15 and 19, but does not specifically show that the media input 
unit and the media output unit being integral within a common housing. It would be 
obvious to one of ordinary skill in the art at the time the invention was made, to provide 
the media input unit and the media output unit within a common housing, in order to 
reduce the number of different parts in the image forming apparatus and reduce the 
manufacturing cost. 



8. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Thomas A. Morrison whose telephone number is 
(571) 272-7221. The examiner can normally be reached on M-F, 8am - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Donald Walsh can be reached on (571) 272-6944. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 




